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REMARKS 

In summary, claims 1-25 are pending. Claims 21-23 are rejected under 35 U.S.C. 35 
§ 101. Claims 1-8, 10, 15-18, 20-21, and 24-25 are rejected under 35 U.S.C. 35 § 103. 
Applicant respectfully traverses the rejections. Claim 21 is hereby amended. No new matter 
is added. 

Claim Rejections - 35 U.S.C. §101 

Claims 21-23 are rejected under 35 U.S.C. § 101 as purportedly being directed to non- 
statutory subject matter. Claim 21 is amended to include a computer memory device. It is 
requested that the rejection, under 35 U.S.C. § 101, of claims 21-23 be reconsidered and 
withdrawn. 

Claim Rejections - 35 U.S.C. §103 

Claims 1-8, 10, 15-18, 20-21, and 24-25 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over U.S. Patent Application No. 2003/0110171, in the name of Ozer et 
ah (hereinafter referred to as "Ozer"). 

Claims 1, 16, 21, and 24 are independent. 

Exemplary Claim 1 is repeated below, with emphasis added by underlining: 

1. (Previously Amended) A method for providing archived material comprising: 

retrieving a first instance of archived material comprising a plurality of items, the 
plurality of items comprising at least one requested item and at least one accompanying, non- 
requested item; and 

determining that the at least one accompanying, non-requested item of the plurality of 
items is substitutable; 

selecting a new item according to at least one rule, the at least one rule comprising 
selecting the new item based on a geographical location associated with a requestor of the 
archived material; 
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generating a second instance of archived material by replacing the at least one 
substitutable item in the first instance with the new item, wherein the replaced substitutable 
item comprises a portion less than all of the second instance. 



Regarding Claim 1, Examiner states, inter alia, that the step of generating a second 
instance of archived material is taught by Ozer at paragraph 0022. (Page 4, Office Action.) 
However, Ozer neither teaches nor suggests such a generating step. 

According to Claim 1 , the second instance of archived material is generated in 
reference to the first instance of archived material. This interdependent relationship between 
the first and second instances of archived material is found in the following claim recitation: 
"generating a second instance of archived material by replacing the at least one substitutable 
item in the first instance with the new item" (emphasis added). 

According to this generating step, the replacement of the substitutable item with the 
new item involves a first instance of archived material, which contains both requested items 
and accompanying, non-requested items. 

However, in Ozer paragraph 0022, and relied upon by Examiner, there is no such 
replacement that involves archived material containing both requested items and 
accompanying, non-requested items. Ozer states in relevant part that "the receiver module 
deletes stored advertisement content and/or metadata files and substitutes the newly received 
advertising content and metadata files for the advertisement" ([0022]). (The Examiner 
identifies such advertising content with the "non-requested item" of the claims.) 

Thus, in Ozer, the advertisement content that is deleted — and then substituted with 
newly received advertising content — exists by itself and is not already incorporated into any 
archived material containing both requested items and accompanying, non-requested items. 
In Ozer, the deletion and substitution process does not involve advertisements already 
situated within archived material having both requested and non-requested items. Rather, the 
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Ozer advertisements that undergo deletion and substitution are stored by themselves in an 
isolated, segregated state. 

By comparison, in Claim 1, the replacement of the substitutable item with the new 
item — in order to generate the second instance of archived material — takes place in 
connection with a first instance of archived material having both requested and non-requested 
items, i.e., the substitutable item is already contained within, and forms part of, the first 
instance of archived material. 

Further, as best understood, it appears that Examiner believes that the step of 
retrieving a first instance of archived material is satisfied in Ozer paragraph 0046 by a 
purported disclosure of "retrieving a web page having a banner ad." However, paragraph 
0046 makes no disclosure of such a web page with a banner ad, but merely indicates banner 
ads as one type of advertisement that an advertiser may provide. Nevertheless, even if Ozer 
made such a disclosure as the Examiner proposes, Ozer still does not disclose all of the 
limitations of Claim 1 . 

In particular, as discussed above, nothing in Ozer teaches or suggests "generating a 
second instance of archived material by replacing the at least one substitutable item in the 
first instance with the new item," where such first instance contains both requested items and 
non-requested items. 

Regarding independent claim 16, Applicant believes that Claim 16 is patentable for 
reasons similar to those discussed above in regard to Claim 1. 

Regarding independent claim 21, Examiner states that claim 21 is met by Ozer for 
reasons similar to those asserted in connection with claim 16. However, Ozer does not 
disclose, inter alia, the claim 21 recitation directed to "a second data field comprising 
geometric data of the item, wherein the geometric data describes one of a physical location of 
the item within a page and the size of an item." Ozer neither teaches nor suggests such 
geometric data, nor does Examiner provide any explanation as to how this limitation is 
purportedly met by Ozer. 
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Regarding independent Claim 24, the Examiner states that Ozer discloses all of the 
limitations of claim 24 for reasons similar to those pertaining to the rejection of claim 6, for 
which the Examiner cites paragraphs 0082-0084. 

However, Ozer in paragraphs 0082-0084 neither teaches nor suggests, inter alia, the 
step of "determining the geometric boundaries of the item represented by the node." For 
example, the ad space dimension 68 and ad space description attribute 114 of Ozer only 
specify a positional location — e.g., upper left-hand corner and lower right-hand corner ~ but 
do not determine geometric boundaries of an item. 

The dependent claims are allowable for the same reasons as their respective, 
associated, independent claims. 

Accordingly, in view of the above remarks, it is requested that the rejection of claims 
1-8, 10, 15-18, 20-21, and 24-25, under 35 U.S.C. § 103, be reconsidered and withdrawn. 



Page 10 of 11 



DOCKET NO.: MSFT-0765/1 90453.01 
Application No.: 10/091,276 
Office Action Dated: May 15, 2007 



PATENT 



CONCLUSION 

It is requested that the forgoing amendments, arguments, and remarks be entered, and 
in view thereof, it is respectfully submitted that this application is in condition for allowance. 
Reconsideration of this application and an early Notice of Allowance are respectfully 
requested. In the event that Examiner cannot allow this application for any reason, Examiner 
is encouraged to contact the undersigned attorney to discuss resolution of any remaining 
issues. 



Date: August 8, 2007 /Joseph F. Oriti/ 

Joseph F. Oriti 
Registration No. 47,835 

Woodcock Washburn LLP 
Cira Centre 

2929 Arch Street, 12th Floor 
Philadelphia, PA 19104-2891 
Telephone: (215) 568-3100 
Facsimile: (215) 568-3439 
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